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particularly 3 (Moid higher than its: activation, if any, by abiotic stress" (emphasis added). 
There is additional support in the Speeiikatlort on page 10, Example 2: "Box 1) is a very 
strong elicbor-responsrve element, a ietramer directing Hfjcdd efe^ 
combined with a very high level of expression.,," (emphasis added). Applicants submit 
the new claim limitation is supported by the Specification and introduces no new matter, 

Claim 3 is amended into independent form. Amended Claim 3 includes all 
elements of the unamended Claim 2 S . plus ail elements from the unamended Claim 3. As 

\ ^ v v ■> x x \ e v % x - x x v. ^ , o x s s x s 
:v : h;nli naa; dm nm-ndntem u> Claim 3 anuCae<m nu nev- maner. 

Claim 9 is amended Co replace the term "said muhimerk forms" with the team 
n .V v \ ^ ^ - vxx ^ \ v. 

-> - m s n N ^ ^ v ! - 1 . " N s xx s die 
disclosure of the Application and introduces no new matter. 

•s lam - 5 !v at!, reed m arlacC d>x ebmem "x\k...reta uidneuoe et meal geue 
x\p^> m-.n upon >•!;■ a-! Oxemam >>r p itboaoa mfeenon Is as Cna Pm.ag " This 
li nidation Is supported by the Specification on page 3, first full paragraph: "Preferably, 

v x s " x xv \ > > - ■> \ Ov , ^ \ v v e s s 
least, about EMITI higher, preferably 20-fold higher and particularly 30-fold higher than 

v ^ v. x ^ v \ \ eeee v x. x x ^ 
tire Specification on page 30, Example 2: "Box D is a very strong eiicUor-responsive 
v ^ e v v s\ ^ e e e ^ e \\ x, \ ^ x, 

of expression..." (emphasis added). Applicants submit the new claim limitation is 
sepponed by the Spec iiieation and introduces no new matter. 

r 1m n a ' ^ a uend- d as m mmavoOeni » I em * ' um 43 new sru-onvrak > C ■ 
the language of Claim 2, as Claim 2 read before the current amendments. As the Inserted 
language in Claim 42 is identical to tbe language of Claim 2, as Claim 2 read before the 

\^ X •> ^ X Vx ^ > \ ^ ^ 0\X N \V> ^ X. 

The Examiner rejected Claims 42 and 43, as these claims recite the limitation 
"said at least one cisuudmg element." The Examiner pointed out that this term lacks 



least one oA-actlng did tor responsive element" to "at leas! one of the said two or more 
crs-actmg dements," Appheanis submit this amendment introduces no sew matter to the 
claims. 

claim 2, wherein induction of said .local gene expression upon dicitor treatment or 

v ^ o v e \ o v ^ v o v v 

expression upon did tor ireatment or pathogen infection is at least Lvfoki" is supported 
by the Specification on page 7 S paragraph 2: "In a particularly preferred embodiment of 

X N N 0 N O x 0 s v 0 " s 0 s O s s , , \ v ^ O 

treatment or pathogen infection is at least IS-lbid," Applicants submit the now claim 
limitation is supported by the Specification and introduces no new matter. 

For the reasons staled above, Applicants submit the amendments introduce no 
new m alter to the claims, and respectfully request the Examiner enter the amendments. 

Hi. *>!>U « i JO\n it) YW\ i 1 UM\ 

NN v v v o v n n > x s have 

amended claims 2 and 22 in accordance with the Examiners recomnmndations. 

>■ v V N \ V 0\ ^ W vv O ^ ^ V N O N . N 

In Claim 2, the phrase "wherein a cA-aciing dioitor responsive dement consists 
/ I'vj.n mo ^xxvmo m SI 0 IC \m ' " i as tm-m aa^ml d m ^Cwu .dl as ax^ 
^ v ^ w N e N ^ ^ ^ of a 
, u , \^ ^ ^ N v ^s, v \m eveoe\ e\m , 

ecu up elieitor responsive owmem" and replaces it with the preferable language of "at 

the axeman:- withdraw the objection to Claim 2, 

Claim 3 is objected to as being dependent upon a rejected base claim. Applicants 
nave amended chum 5 accordingly as an independent claim, and respectfully request 
reconsideration and withdrawal of the objection. 



bdng inddimie lor failing to particularly point out and distinctly claim the subject matter 
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1987). Claim 2 has been, amended to Include the element "wherein induction of said 
local gene expression upon eheitor treatment or pathogen infection is ai Icasy i (Moid" 

v s.xoxaob - xaa be h\h eevbxd :n wold to °-o,4,] nbccC^ m >xpre^-ei by 
ehchors. Van de boeht, f igures 5 and 6. Tne chimeric promoters claimed are limited io 
distinctly higher levels of gene induction, Applicants respectfully submit that a minimum 
of iiMbki induction of expression is patentabiy distinct from a 3 to 9-lbkI Induction of 
expression.; 

Because ean de bocht does not teach the new claim element of Claim 2, 

^ , N s ^ «. n O ^ C " ^ ^ ^ s O ^ 

Claim 2. If Claim 2 is not anticipated by van de Locbb then Claim 8 is not anticipated by 
rejections. 

Cham 39 has been amended to include the element "wherein induction of local 
gene expression open did tor treatment or pathogen infection is at least KnroldC As 
discussed in the previous paragraphs, the promoters of van do Locht do not show this 
level of activity. Because van dc Locht does not teach the new claim element of Claim 
39, \ ^ n » x ^ n v v \ ^ 

rexpccHluh reqccsl ihc 1 x:nnmer meoswides and wididnvo the reject am, 

over van de bocht in view of Fears and Williams {Nucleic Acmb hesvarrC 1988, Vol. 
16(17), pages 8467-8486!) (hereimuter "Fears") and Searle cm/., MCB t 1985, Vol 5(61 
pages 1480-1489} (hereioarler "Searle"} tanker in view of Cornai or oC CCwb bC/ocean- 
^ NN X N ^ ^x \ o - x > , \-x N . \v v N 

traverse, as the rejection .is moot in light of the current amendments, and there was no 
mob valine to combine the cited references to produce the claimed invention. 
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To establish prima facie obviousness of a claimed invention, ail the claim 
limitations must be taught or suggested by the prior art. hi re Moykii, 490 F.2d 98 C 180 
USPQ 580 (CCPA 1974). Claims 2, 8 and 39 are currently amended to add m element 
not found in any of the idled references. As a result, Applicants submit fbe rejection is 
now moot. 

Claim 2 has been amended to include ihe element "wherein induction of said local 
gene expression upon eiiciior treatment or pathogen infection is al least HlfebeT 

" N S , . , , . v O , , , v O v ^ \ 

wui -du I >\es e;vfe,\o,\ eneoeiess ufec. indue, Cxpics^on so ibe pmsemm of ohee-a,-- the 

, S s v,^ v. •> ^ 0 s X s O v.S v N - 

S . V, Ov O ^ X - , O 

beumeby higher induction of gene expression. Applicants respectfully submit thai a 
minimum of 1 0~.fold induction of expression is patentable distinct from a 3 to 9-foid 
mducnon of expression . 

Applicants further submit that the other cited references do not cure the infirmity 
of van. do Loeht, : as they do not teach induction of local gene expression upon abettor 
treatment or pathogen infection of at feast 1 (Chbld, 

V v v v. ^ , ^ - o v o ^ , o o v - , v N x NN , 

W ^ C^ ^ 00 - 0 ^ v N v\ \ s 

is riot rendered obvious by the eited references, then Claim 8 is not rendered obvious by 
the cited references. Applicants respectfully request the Examiner reconsider and 
— , \ o . m v 

Claim 39 has been amended to include the element "wherein induction of local 
gene c\pwov.,m >^.n\ ebcom nceum-io m pnomgeo mkuson w a? U\sw feu.fei" As 
discussed in the previous paragraphs, the promoters taught in the cited references have 
distinctly lower activity. Because the cited references do not teach the new claim 
- lenvnt m p lSin w Appiuunis oobmii bin me eimo retemmcN fe> om >enfer fenn^o- 



rejection. 
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was not obvious to combine the cited references to form the claimed embodiments of the 
msnsm m vents on. 

t. \ w i>r § o« nr n u urs \\\ w iwm nil n 

Xheonah > es Jo ; «« In -\ pios-wo- - ! ,n ^pnw M t> 10 NO IK x *n ,1- 1 In w.jn 
not aware of the importance of this seqnence, in tact, van de loci;.; clearly misses the 
importance of SEQ ID NO: 1 1 to eiieiiormmdiated expression. Van de Loebi does not 
recognize the importance of the region from positions -47 to -52 to the flmctiomng of 
SEQ ID NO: if Van de Locht expresses the belief that the region from 0 : 6 to 068 is 
critical to elichoroimdsated expression. As the claims are directed to the region liom op 
o - O O a n n; O ; P \« ^ x ^ do ! o, In o\a Vs ,m ^ ton > shv v I urn > 

According to the teachings of van de Locht FR2 will not function withoot the 
region from -76 to -168. "In eontraat, fonher deletion of 60 hp between positions 068 
and OOg (constructs p?R2O0 and pPR20 1) resulted in drastic decrease in the level of 
* »t s aem m " x an 1 oca , rage r-4Q c-xKmn t. "I he-c data slaw don the I In bp 
between positions 0.68 and 02 of the PR2 promoter are necessary for elkitor-mediamd 
^ m ^ ^ o^ v e t c v o x \e w vs x ^ e N no v " x s 

appears to be both, accessary and snfhcient to mediate this response [ehcitor-mediated 
" o , ^ w o , v ^ e ^ 

\ V N ^ s S " \ 0 NO C O " v N 



CLAIMS 

^ X X X .V. V. V X^ X , V Xx ^NVV 

claimed Invention obvious to one of ordinary skill in tire art, Appi.icao.fs submit the 
IV hmuo na Or ^ma-ae'i 

In paragraph 7 of the Declaration, Dr. Sornssieb addresses the article by Fears, 
IV Somssich explains thai Pears teaches, away from the insertion of heterologous 

^ v v ^ v ^ * v x x , x v x o N „ v e N se a 

heterologous promoter into & promoter sequence did not mediate expression of the 
r ua 5 !,v ! -e s no m 0 o,u\i se^i uiUx tfVhee I xvo ouh encase Vxheu maedxxl nav a 
ho^obggas promoter, Moreover, Pears observed that an inserted sequence was only 
capable of mediating expression in a homologous gene when inserted into a position 
v ■> x x x ^ v ^ 0 ^ ^ s N \ 

o?x>reoi> r~ ' ow - : ; cannon ,sre nu\ paHe m edxMueh n«\h Unn; >>ro 

x x s ON x s V s >■ V v x x 

IV Somssich addresses the article of Seatie et ah in paragraph 8. Dr. Somssich 
nouns out (hat, although Searie observed that multimerio elements of a nictahresponsiye 
o x x \ xO x N e^ \ ^ e x x v 

" W v x x N s " ^ 

V 0^ x s ^ x. N N 10 

Va-w- 1 a>0;ON^^ ho uoeh- of Ton h o* J n poroyaaph >v \\ y^s^ 
points out thai, although Conn a observed a twofold enhancement or expression levels 
>>iM, ,\vao.o- 5 v. U n jo. n- d \w;h ,he ptomo\t\ s. em h -damned c>mdvnng 
umiiw ,ia to vx Kfoes faux oppn-oeh vx.^kx, yeneuuh ios oh poneoiers hi fact, «\ai\n 

Xx x xN x t ^ x , X xx X x 0 ^ Vv |y. 

Sontsslch points out that Oder! et al. found that duplication of the same 35S promoter 
P'-ar.oe -o, , ri amorem ' e\prc"Oo'o As a owult ihei , is ae elo u tckhloe m cVmai 
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For at basi the reasons set Rati: above all ciuTsnthy pending claims are believed to 
be patentabiy distinct -from the prior art Applicants respectfully request ike Examiner 
e ^ . v . - n v e * \ is 

re spec t-uh\ req ae aied . 

v - ^ \ > v v^ ee \^ 

retroactive extension of time and the required fee. The Commissioner is hereby 
authorized to charge die anioont due tor any retroactive extensions of mm: and any 
dchdeaey in aoy tees dee with the filing of ibis paper or credit any overpayment in any 
tees paid on the tiling or donee, prosecution of this application to Deposit Account No. 
504)951. 

^ n v v \ s s v. o \ s s n The 

application is behoved to be in condition tor immediate allowance. 11 any issues remain 
outstanding. Applicant invites the Examiner to call the undersigned if it is believed that a 

^\ \ ^ N e , n v O N NO O- \vV w N O^v \y 
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